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DETAILED ACTION 

This non-final office action is in response to tine Application filed on 10/1 1/2006, 
with a priority date of 04/14/2004. 

Claims 1-22 are presented for examination. Claims 1, 8, 15, 18 and 21 are 
independent claims. 

Claim Objections 

Claim 8 objected to because of the following informalities: The claim, which 
recites steps of a method, Includes reference characters for the steps (a. b. c. d.). 
These reference characters are viewed as unnecessary because, they are not 
referenced in later claims. Accordingly the reference characters should be removed. 

Claim 8 recites the limitation "the selected object' in line 5. There is insufficient 
antecedent basis for this limitation in the claim. 

Claim 15, line 6 objected to because the wording is unclear and appears to be a 
typo. The claim should be amended as follows. — the selected object as one being 
commended recommended — 

Appropriate correction is required. 



Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 
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Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 15-22 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. 
Claims 15, 18 and 21: 

The language of the claims raise a question as to whether the claims are directed 
merely to an abstract idea that would not result in a practical application producing a 
concrete, useful, and tangible result to form the basis of statutory subject matter under 
35 U.S.C. 101. 

In summary, Claims 15, 18 and 21 recite an "apparatus" comprising: a selecting 
means and marking means (claim 15); a selecting means, modifying means and 
creating means (Claim 18); a showing means, inputting means, sending means, editing 
means (Claim 21 ). An embodiment of each of these means is simply a piece of 
software, as described in the Specification (see page 5, lines 4-12). Thus, for purposes 
of examination, the examiner interprets the recited "apparatus" to be software per se. 
That is, the recited "apparatus" is not a process, a machine, a manufacture or a 
composition of matter. 

Accordingly, Claims 15, 18 and 21 fails to recite statutory subject matter as 
defined in 35 U.S.C. 101. 

Claims 16 and 17 merely recite additional features of the selecting means and 
marking means (claim 15). Claims 19 and 20 merely recite additional features of the 
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selecting means, modifying means and creating means (Claim 18). Claim 22 merely 
recite additional features of the showing means, inputting means, sending means, 
editing means (Claim 21 ). Thus, Claims 16, 17, 19, 20 and 22 do not further define the 
recited "system" as being within a statutory process, machine, manufacture or 
composition of matter. 

Accordingly, Claims 16, 17, 19, 20 and 22 fail to recite statutory subject matter as 
defined in 35 U.S.C. 101. 

Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1 ) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claims 1-22 rejected under 35 U.S.C. 102(e) as being anticipated by Relsman 
US Publication No. 2004/0031058 (hereinafter, "Relsman"). 

Claim 1: 

Relsman discloses a method for creating a file based on a markup language 
[paragraph 0044, lines 5-7; paragraph 0089, lines 1-4] [resource creation and editing, 
and xml files], comprising steps of: 
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obtaining an initial file tiiat is based on said markup language and includes at least two 
objects [paragraph 0083, lines 1-18] [stored content objects or item elements]; 
receiving a user's choice of one of the at least two objects [paragraph 0054, lines 23-30] 
[state records and details of user interaction with objects]; and 
marking the selected object as one being recommended, making it be preferentially 
recommended when editing the created file in future [paragraph 0026, lines 11-17] [best 
suited to the apparent context]. 

Claim 2: 

Relsman discloses wherein the marking step is a step of inserting a 
mark into the file [paragraph 0089, lines 1-4] [metadata is a mark]. 

Claim 3: 

Relsman discloses wherein said mark is based on RDF (Resources 
Description Framework) language [paragraph 0089, lines 1-4] [metadata placed in file 
using RDF]. 

Claim 4: 

Relsman discloses further comprising a step of: sending the created 
file [paragraph 0847, lines 6-15] [sending stream of enhancement data]. 
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Claim 5: 

Relsman discloses wherein said file is a multimedia information 
file [paragraph 0043, lines 1-13] [media browser presenting multimedia and video 
editors]. 

Claim 6 

Relsman discloses wlierein said markup language is XML 
(extensible Markup Language) [paragraph 0089, lines 1-4] [XML metadata]. 

Claim 7: 

Relsman discloses wlierein said markup language is SMIL 
(Synchronized Multimedia Integration Language) [paragraph 0036, lines 1-4] [SMIL 
links]. 

Claim 8: 

Relsman discloses a method for editing a file based on the markup language, the 
file including objects with recommended editing marks [paragraph 0215, lines 21-26] 
[edit elements, recommendations], comprising steps of: 

a. giving user a prompt on the objects that are recommended to be edited [paragraph 
0026, lines 11-17] [best suited to the apparent context]; 

b. receiving the user's choice of the prompted objects [paragraph 0054, lines 23-30] 
[state records and details of user interaction with objects]; 



Application/Control Number: 10/599,820 Page 7 

Art Unit: 2176 

c. receiving tlie user's modification of the selected object [paragraph 0054, lines 23-26] 
[user edits]; anc/ 

d. creating a new file based on the markup language according to the modified object 
[paragraph 0042, lines1-5] [create hypermedia]. 

Claim 9: 

Relsman discloses further comprising a step of receiving said file to be edited 
[paragraph 0083, lines 1-18] [stored content objects or item elements received]. 

Claim 10: 

Relsman discloses further comprising the step of: sending the 
created file [paragraph 0847, lines 6-15] [sending stream of enhancement data]. 

Claim 11: 

Relsman discloses wherein said file is a multimedia information file [paragraph 
0043, lines 1-13] [media browser presenting multimedia and video editors]. 

Claim 12: 

Relsman discloses wherein said markup language is SMIL (Synchronized 
Multimedia Integration Language) [paragraph 0036, lines 1-4] [SMIL links]. 
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Claim 13: 

Relsman discloses wherein said recommended editing marks are based on RDF 
(Resources Description Framework) language [paragraph 0089, lines 1-4] [metadata 
placed in file using RDF]. 

Claim 14: 

Relsman discloses wlierein tlie objects witli tlie recommended editing marks are 
a part of all objects in said file [paragraph 0083, lines 1-18] [stored content objects or 
Item elements, If a user selects some of the objects In a document then those selected 
element objects are part of all the objects in the document]. 

Claim 15: 

Relsman discloses an apparatus for creating a file based on the markup 
language [paragraph 0044, lines 5-7 and paragraph 0089, lines 1-4] [resource creation 
and editing, and xml files], comprising: obtaining means for obtaining an initial file that is 
based on said markup language and includes at least two objects [paragraph 0083, 
lines 1-18] [stored content objects or Item elements]; 

selecting means for receiving a user's choice of one of said at least two objects 
[paragraph 0054, lines 23-30] [state records and details of user interaction with objects 
including selection]; and marking means for marking the selected object as one being 
commended, making it be preferentially recommended when editing the created file in 
future [paragraph 0026, lines 11-17] [best suited to the apparent context]. 
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Claim 16: 

Relsman discloses wherein the marking means is used to insert a mark into the 
file [paragraph 0089, lines 1-4] [metadata is a mark]. 

Claim 17: 

Relsman discloses wherein said file is a multimedia information file based on 
SMIL (Synchronized Multimedia Integration Language) [paragraph 0036, lines 1-4] 
[SMIL links]. 

Claim 18: 

Relsman discloses an apparatus for editing a file based on the markup language, 
the file including objects with recommended editing marks [paragraph 0215, lines 21-26] 

[edit elements, recommendations], comprising: 

prompting means forgiving user a prompt on the objects that are recommended to be 
edited [paragraph 0026, lines 11-17] [best suited to the apparent context]; 
selecting means for receiving a user's choice of the prompted objects [paragraph 0054, 
lines 23-30] [state records and details of user interaction with objects including 

selection]; 

modifying means for receiving a user's modification of the selected object [paragraph 
0089, lines 1-4] [metadata added is a modification]; and 

creating means for creating a new file based on the markup language according to the 
modified object [paragraph 0042, lines1-5] [create hypermedia]. 



Application/Control Number: 10/599,820 Page 10 

Art Unit: 2176 

Claim 19: 

Relsman discloses further comprising receiving means for receiving said file to 
be edited [paragraph 0083, lines 1-18] [transmitted information must be received]. 

Claim 20: 

Relsman discloses wlierein said file is a multimedia information file based on 
SMIL (Synchronized Multimedia Integration Language) [paragraph 0036, lines 1-4] 
[SMIL links]. 

Claim 21: 

Relsman discloses a portable apparatus, comprising: 
showing means [paragraph 0075, lines 1-8] [PDA with screen]; 
inputting means [paragraph 0075, lines 1-8] [PDA with keypad]; 
sending means [paragraph 0075, lines 1-8] [PDA with network connection]; 
receiving means for receiving a file that is based on a markup language and includes 
objects with recommended editing marks [paragraph 0054, lines 23-26] [receive user 
edits]; and editing means, including: 

prompting means for giving user a prompt on the objects that are recommended 
to be edited [paragraph 0026, lines 11-17] [best suited to the apparent context]; 

selecting means for receiving a user's choice of the prompted objects [paragraph 
0054, lines 23-30] [state records and details of user interaction with objects]; 
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modifying means for receiving a user's modification of the selected object 
[paragraph 0089, lines 1-4] [metadata placed in file is a modification]; and 

creating means for creating a new file based on the markup language according 
to the modified object [paragraph 0083, lines 1-18] [stored content objects or item 

elements]; 

wherein the prompting means is connected to the receiving device, the showing means 
and the selecting means, the selecting means is connected to the inputting means and 
the modifying means, the modifying means is connected to the inputting means and the 
creating means, the creating means is connected to the showing device and the 
sending device [paragraph 0075, lines 1-8] [PDA with screen, keypad, network 
connection]. 

Claim 22: 

Relsman discloses wherein said markup language is SMIL (Synchronized 
Multimedia Integration Language) and said file is a multimedia information file 
[paragraph 0036, lines 1-4] [SMIL links]. 

Prior Art 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

2006/0031749 Adaptive multimedia integration language (AMIL) for 
adaptive multimedia applications and presentations 
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7,353,451 



Meta data creation apparatus and metadata creation metliod 



2005/0091574 



Multimedia presentation editor for a small-display 



communication terminal or computing device 



2004/0031058 



Method and apparatus for browsing using alternative 



linkbases 



Conclusion 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Benjamin J. Smith whose telephone number is (571) 
270-3825. The examiner can normally be reached on Monday through Friday 8:30AM- 
5:00PM EST.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Doug Hutton can be reached on (571) 272-4137. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Benjamin J. Smith/ 
Examiner, Art Unit 2176 

l(Doug HuttonI 
Doug Hutton 
Supervisory Primary Examiner 
Technology Center 2100 



